REMARKS 

Claims 34-45 are all the claims pending in the application. 

I. Claim Rejections under 35 U.S.C. § 103(a) 

A. Claims 34, 36, 37, 39, 41, 42, 44 and 45 have been rejected under 35 U.S.C. § 103(a) 
as being unpatentable over Eldridge et al. (US 6,061,799) in view of Arthan (US 6,754,349), and 
further in view of Ooi et al. (US 7,434,25 1). 

Claim 34 recites that the controller of said portable recording medium recovers the same 
password as the password stored in said memory of said portable recording medium when it is 
judged that the signed data set is signed by the external communication terminal device, and 
outputs the recovered password to said communication terminal device, and that the controller of 
said portable recording medium does not recover the same password as the password stored in 
said memory of said portable recording medium when it is judged that the signed data set is not 
signed by the external communication terminal device. 

Applicants respectfully submit that the cited prior art references do not teach or suggest 
the above-noted features recited in claim 34, and kindly request that the Examiner reconsider the 
rejection in view of the following comments. 

Regarding the above -noted features recited in claim 34, Applicants note that in the Office 
Action, the Examiner has taken the position that Eldridge discloses such features (see the Office 
Action at page 5, line 10 through page 6, line 1 1). Applicants respectfully disagree with this 
position for the following reasons. 

In Eldridge, it is disclosed that that a server process 216 or a client process 210 makes a 
judgment relating to authentication (e.g., see Figs. 5 and 7). However, it is not disclosed or in 
any way suggested in Eldridge that a portable recording medium performs authentication or the 
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above-noted functions recited in claim 34 directed to password recovery after authentication is 
performed. 

That is, Eldridge does not disclose that a controller of a portable recording medium (i) 
recovers the same password as the password stored in said memory of said portable recording 
medium when it is judged that the signed data set is signed by the external communication 
terminal device, and outputs the recovered password to said communication terminal device, and 
(ii) does not recover the same password as the password stored in said memory of said portable 
recording medium when it is judged that the signed data set is not signed by the external 
communication terminal device . 

Accordingly, Applicants respectfully submit that Eldridge does not disclose or suggest 
the above-noted features recited in claim 34. 

Further, Applicants submit that Arthan and Ooi do not cure the above-noted deficiencies 
of Eldridge. For example, with respect to the Arthan reference, Applicants note that while this 
reference discloses the ability to recover secret material held in a first site, by using two devices 
(i.e., the first site and the remote site), that Arthan does not disclose or suggest that a controller 
of a portable recording medium (i) recovers the same password as the password stored in said 
memory of said portable recording medium when it is judged that the signed data set is signed by 
the external communication terminal device, and outputs the recovered password to said 
communication terminal device, and (ii) does not recover the same password as the password 
stored in said memory of said portable recording medium when it is judged that the signed data 
set is not signed by the external communication terminal device. 

With respect to Ooi, Applicants note that this reference discloses an authentication 
system 10 which authenticates a password received from a host 14, wherein if authentication is 
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successful, then the host 14 can access programs and files stored in a second storage unit, which 
has become accessible (see col. 3, line 52 through col. 4, line 14). Thus, while Ooi discloses that 
a host 14 is able to perform certain processing after successful authentication, Applicants submit 
that that Ooi does not disclose or suggest that a controller of a portable recording medium (i) 
recovers the same password as the password stored in said memory of said portable recording 
medium when it is judged that the signed data set is signed by the external communication 
terminal device, and outputs the recovered password to said communication terminal device, and 
(ii) does not recover the same password as the password stored in said memory of said portable 
recording medium when it is judged that the signed data set is not signed by the external 
communication terminal device. 

In view of the foregoing, Applicants respectfully submit that the cited prior art 
references, either alone or in combination, do not teach, suggest or otherwise render obvious the 
above-noted features recited in claim 34. Accordingly, Applicants submit that claim 34 is 
patentable over the cited prior art, an indication of which is kindly requested. 

Applicants note that by providing the above-noted features recited in claim 34, it is 
possible to improve the security in the execution of the password recovery. In particular, 
security is improved because if the device to which the portable recording medium is coupled is 
responsible for performing the password recovery, there is a risk of leaking the password, during 
the recovery processing for example. However, if the portable recording medium itself performs 
the password recovery, then the portable recording medium is coupled to the communication 
terminal only when necessary. This prevents the password from always being always exposed to 
such a risk. 

In this regard, Applicants submit that even when the above -noted prior art references are 
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considered in combination, that such references do not teach that, when authentication is 
successful, the password recovery is performed by the same device that has performed the 
authentication (i.e., the portable recording medium in claim 34). Thus, claim 34 achieves an 
advantageous effect that the combination of above-noted prior art references cannot achieve. 

For all of the foregoing reasons, Applicants submit that claim 34 is patentable over the 
cited prior art, an indication of which is requested. 

Regarding claim 36, Applicants note that this claim depends from claim 34 and is 
therefore considered patentable at least by virtue of its dependency. 

Regarding claim 37, Applicants note that this claim recites that the controller of the 
portable recording medium recovers the same password as the password stored in the memory of 
the portable recording medium when it is judged that the signed data set is signed by the external 
communication terminal device, and outputs the recovered password to said communication 
terminal device, and the controller of the portable recording medium does not recover the same 
password as the password stored in the memory of the portable recording medium when it is 
judged that the signed data set is not signed by the external communication terminal device. 

For at least similar reasons as discussed above with respect to claim 34, Applicants 
respectfully submit that the combination of Eldridge, Arthan and Ooi does not teach, suggest or 
otherwise render obvious the above-noted features recited in claim 37. Accordingly, Applicants 
submit that claim 37 is patentable over the cited prior art, an indication of which is kindly 
requested. Claims 39 and 41 depend from claim 37 and are therefore considered patentable at 
least by virtue of their dependency. 

Regarding claim 42, Applicants note that this claim recites that said controller recovers 
the same password as the password stored in said memory of said portable recording medium 
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when it is judged that the signed data set is signed by the external communication terminal 
device, and outputs the recovered password to the communication terminal device, and said 
controller does not recover the same password as the password stored in said memory of said 
portable recording medium when it is judged that the signed data set is not signed by the external 
communication terminal device. 

For at least similar reasons as discussed above with respect to claim 34, Applicants 
respectfully submit that the combination of Eldridge, Arthan and Ooi does not teach, suggest or 
otherwise render obvious the above -noted features recited in claim 42. Accordingly, Applicants 
submit that claim 42 is patentable over the cited prior art, an indication of which is kindly 
requested. Claim 44 depends from claim 42 and is therefore considered patentable at least by 
virtue of its dependency. 

Regarding claim 45, Applicants note that this claim recites that when it is judged by said 
judging that the signed data set is signed by the external communication terminal device, the 
portable recording medium recovers the same password as the password stored in the memory of 
the portable recording medium, and outputs the recovered password to the communication 
terminal device, and when it is judged by said judging that the signed data set is not signed by 
the external communication terminal device, the portable recording medium does not recover the 
same password as the password stored in the memory of the portable recording medium. 

For at least similar reasons as discussed above with respect to claim 34, Applicants 
respectfully submit that the combination of Eldridge, Arthan and Ooi does not teach, suggest or 
otherwise render obvious the above -noted features recited in claim 45. Accordingly, Applicants 
submit that claim 45 is patentable over the cited prior art, an indication of which is kindly 
requested. 
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B. Claims 35, 38 and 43 have been rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Eldridge et al. (US 6,061,799) in view of Arthan (US 6,754,349) and Ooi et al. 
(US 7,434,251), and further in view of Rhoads et al. (US 6,947,571). 

Claims 35, 38 and 43 depend from claims 34, 37 and 42, respectively. Applicants 
respectfully submit that Rhoads does not cure the deficiencies of Eldridge, Arthan and Ooi, as 
discussed above, with respect to claims 34, 37 and 42. Accordingly, Applicants submit that 
claims 35, 38 and 43 are patentable at least by virtue of their dependency. 

C. Claim 40 has been rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Eldridge et al. (US 6,061,799) in view of Arthan (US 6,754,349) and Ooi et al. (US 7,434,251), 
and further in view of Desai et al. (US 6,820,204). 

Claim 40 depends from claim 37. Applicants respectfully submit that Desai fails to cure 
the deficiencies of Eldridge, Arthan and Ooi, as discussed above, with respect to claim 37. 
Accordingly, Applicants submit that claim 40 is patentable at least by virtue of its dependency. 

II. Conclusion 

In view of the above, reconsideration and allowance of this application are now believed 
to be in order, and such actions are hereby solicited. 
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If any points remain in issue which the Examiner feels may best be resolved through 
personal or telephone interview, the Examiner is kindly requested to contact the undersigned 
the telephone number listed below. 



KWF/krg 

Washington, D.C. 20005-1503 
Telephone (202) 721-8200 
Facsimile (202) 721-8250 
April 27, 2011 



Respectfully submitted, 

Motoji OHMORI et al. 

/Kenneth W. Fields/ 
By 2011.04.27 14:28:1 8 -04'00' 

Kenneth W. Fields 
Registration No. 52,430 
Attorney for Applicants 
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